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Remarks 

Claims rejections under 35 USC §112 

In the last Examination report, the Examiner rejected claim 1 under 35 
USC § 1 12, first paragraph, as containing subject float cer which extends beyond the 
contents of the application as filed. Particularly, t ie Examiner stated that the 
specification does not disclose that a backing lajer can be separated by the 
covering layer. 

The Examiner is right in his statement and ft e Applicant fully agrees with 
it. The amendment proposed in the last communi< ation to the Examiner is to 
ascribe to a misunderstanding: we apologize for tha additional work the Examiner 
has been burdened with because of this misunderstaiv ling. 

Claim 1 recites the features which were origii ally disclosed in claims 1 and 
6. To this regard, on page 6 of the Office AcTica dated June 24 s 2002, the 
Examiner stated as follows: 

"Claim 6 is refected under 35 USC i^ffe^^^ over : _ 

Harbaugh in view of Button or Harbaugh in view cfZientek, as applied to claim 1 
above, and further in view ofLeenders. 

None of references up this point teach thai the coating may further be 
coated with a second backing layer. However, Le mders teaches and optional 
covering layer to be applied to a metal coating thai i to be laser etched off a resin 
substrate. This covering layer is to protect the r etal from mechanical wear 
(column 5 f tines 1-5). This covering layer reads on a second backing layer applied 
to the other face of the coating layer. It would ha >e been obvious at the time the 
invention was made to a person having ordinary kill in the art to utilise the 
covering layer of Leenders in the process tough y Harbaugh and Hutton or 
Harbaugh and Zientek. By doing so, mechanical wta: is prevented* 

Applicant's invention according to amende.! Mm 1 now explicitly recites 
a method for manufacturing a securing element, chan eterized in that 
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a) the securing element comprises a first b< ring layer and a second backing layer 
embedding a covering layer 

b) the laser beam acts through one of th polyester backing layers in order to 
remove portions of the covering elemen 

The great advantage provided over t prior art by the invention as claimed 

is that it is now possible to generate a secur i element from a thread comprising a 

covering layer packed between two polvest layers, wherein the covering layer is 

customized by operating a laser which, its /avelength ranging between 900 and 

1200 nm, is capable of ablating material /en though such material is located 
between two polyester backing layers 

As stated in the specifications page t ines 16-20: 

"An important characteristic of the inventit consists of the fact that the use of a 

laser with a wavelength between 900 and 00 wn, preferably between 1030 and 

1100 nm, can remove the covering layer b) assing through the polyester backing 

without affecting it at all, thus preser tg all the physical and chemical 

characteristics that are iisefulmdnecessary ^ r their industrial use. 
'.;r^---^- : It is thus ewdem ihar it is possible to gffe ^ l^ is obtained: for - " 

example, even bv means of two coupled &r& and subsequently customize the 

thread, since removal of the layer can be oht wd inside two covering lovers [. , ,]". 

The applicant wishes to point out Hat none of prior art is capable of 

achieving a similar result and that the prior : does not teach nor fairly suggests to 

manufacture a securing element starting froi a thread made of two polyester layers 
embracing a covering layer. 

Moreover, it is respectfully maintain that the skilled in the art would have 

not, and could have not, combined the p >r art in issue to achieve a similar 

manufecturing method, for the following rea< is. 

1) It is known that when a laser is employ* to ablate material from a surface, the 

material sublimates and its vapors nee to be dispersed. The cited prior art 

teaches to ablate material from a cover \ layer, but this is done by removing 
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material which is somehow exposed to open air, both in the case that the laser 
beam acts directly on mater al lying on a support or that it acts on the same 
material through a support. No suggestion or hint is found in the prior art 
indicating that ablation may < ccur on a covering layer without allowing room for 
dispersing vapors, as it happt ns in the now claimed configuration. Moreover, no 
teaching is found suggesting that the laser wavelength hereby explicitly 
claimed is the one that is to 1 .<e used for this purpose. 

2) The skilled in the art couk not apply the backing layer of Leenders to the 
combination of teachings of Sarbaugh in view of Hutton or Harbaugh in view 
of Zientek, in that, as the Examiner acknowledges, the backing layer of 
Leenders is meant to be a j rotective layer for the metal coating that is to be 
laser etched off a resin subsi rate, in order to protect the metal from mechanical 
wear (column 5 S lines 1-5). Since such layer is meant to be a protective layer, 
the skilled in the art would possibly provide a protective layer (e.g. silicone 
resin as in Leenders) in the securing element only after the covering layer has 
been etched (to protect the t jstomized area) or would leam from Leenders that 

: - ^^^^0iecuve ; 'laybr is of T^^dvaMe kind ahd/or tiM if^ust feventuaiiy be 
removed (see column 5, li les 23, in which it is clearly indicated that the 
protective layer is provided < n a temporary basis). 

3) Leenders's protective layer las nothing to do with Applicant's backing layers. 
In fact, the former one pro vides protection against mechanical wear and is 
removed when necessary. O i the contrary, Applicant's backing layers work as 
"support" layers and are not ;o be separated from the covering layers. The three 
layers are all part of the seci ring element and 5 as the Examiner could ascertain 
in the last office action, are i ot meant to be separated* contrary to Leenders. 

4) Finally, even if the protecti e layer of Leenders was applied to either of the 
above mentioned prior art combinations (Harbaugh in view of Hutton or 
Harbaugh in view of Ziente ;), the outcome would be very different compared 
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to the inventio i as claimed. In feet, Applicant's method operates on a ti read 
which can be c tched indifferently by either side, either through the first c * the 
second polyester backing layer, while the provision of a silicone esin 
protection layt r like the one suggested by Lendsers would only gener te a 
securing element comprising: 1) a support layer 2) a covering layer ( w b; rrier 
layer" in Leen iers) 3) a protection layer. It would not be possible to opet ite a 
laser on either side of the product and the skilled in the art would not be in a 
position to app y the manufacturing method now claimed, in which the abl ition 
step is perform 3d irrespectively of the side on which the laser operates. 

In view of the foregoing, it is trusted that the application is now in c :der 
for allowance and % notice to this effect is respectfully requested. 



Guido MODIANO (Reg. No. 19,928) 




Agent for the Applicant 
"Wi^Meravigii 16 ' 

20123 MILAN-ITALY 
Tel. 39.02.86 92442 



Milan: October 1 , . 003 
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